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DETAILED ACTION 



Election/Restrictions 

1. Restriction to one of the following inventions is required under 35 U.S.C. 121: 

I. Claims 1-45, drawn to a well treatment fluid (and related methods of using 
same), classified in class 507, subclass 21 1. 

II. Claims 46-54, drawn to a sulfonated polymer, classified in class 536, 
subclass 1+. 

The inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are related as mutually exclusive species in an intermediate- 
final product relationship. Distinctness is proven for claims in this relationship if the 
intermediate product is useful to make other than the final product (MPEP § 806.04(b), 
3rd paragraph), and the species are patentably distinct (MPEP § 806.04(h)). In the 
instant case, the intermediate product is deemed to be useful as a cosmetic component 
(among other possibilities) and the inventions are deemed patentably distinct since 
there is nothing on this record to show them to be obvious variants. Should applicant 
traverse on the ground that the species are not patentably distinct, applicant should 
submit evidence or identify such evidence now of record showing the species to be 
obvious variants or clearly admit on the record that this is the case. In either instance, if 
the examiner finds one of the inventions anticipated by the prior art, the evidence or 
admission may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 
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Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

During a telephone conversation with Applicant's attorney, Robert Kent, on 
August 4, 2005, a provisional election was made without traverse to prosecute the 
invention of group I (claims 1-45). Affirmation of this election must be made by 
Applicant in replying to this Office action. Claims 46-54 are withdrawn from further 
consideration by the Examiner, 37 CFR 1.142(b), as being drawn to a non-elected 
invention. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-45 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The phrase "high ionic strength" is used to limit the polymer called out in these 
claims. The meaning of this phrase has not been specifically given in the specification. 
The term normally would be taken as meaning something akin to a high concentration; 
"straight" concentration of polymer alone may not what was intended given the usual 
concept of "ionic strength". Perhaps, the degree of substitution by sulfonate groups has 
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to be considered, although Applicant does not appear to mention this - "ionic strength" 
would usually be thought to include a consideration of this to some extent, at least for 
polymers, perhaps in "combination" with "straight" concentration of the polymer. There is 
no indication as to what form such a "combination" would take, nor what the value of 
any necessary coefficients would be. In addition, there is no indication numerically as to 
what "high" would encompass. 

Applicant does mention that preferred ranges for polymer are 20 to 60 or 30 to 45 
pounds per 1000 gallons (see specification at page 5, paragraph 16). The examples use 
0.5% "sulfonated guar", but there does not seem to be an indication of degree of 
substitution here, or any elsewhere in the specification for that matter. 

As it appears that this "high ionic strength" may be of great importance regarding 
the patentability of the present invention, this lack of definition cannot be ignored or 
taken lightly. The public has a right to know what Applicant is claiming and should easily 
be able to determine what an infringing act would be against any claim(s) that might 
issue from the present application. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
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granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1-3, 8-9, 12, 31-33, 38-39 and 42 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Wagner et al. in US Patent 2,626,239. Wagner discloses drilling 
fluids containing sulfonated cellulose derivatives and methods of using same. 

Wagner specifically teaches sulfonates of methyl, ethyl and propyl cellulose 
ethers (see column 2, line 49 to column 3, line 23). Substitution may be complete, but 
may be much lower than that; a range of degree of substitution of 0.2 to 3.0 is 
specifically given (see column 3, lines 24-35). The sulfonated cellulose derivative may 
be used at a concentration of 0.1 to 2 or more pounds per barrel of conventional 
aqueous drilling mud - 4 pounds per barrel is also mentioned (see column 3, lines 43- 
51 and column 4, lines 4-9). The beneficial use in high salt conditions is specifically 
taught (see column 3, lines 52-60); use to lessen water loss (a well treatment) among 
other uses is taught (see column 4, lines 15-30). The steps of preparing/providing and 
introducing into a well as well are given in the various process claims of the reference. 

6. Claims 1-3, 5, 12-13, 15, 31-33, 35, 42-43 and 45 are rejected under 35 
U.S.C. 102(b) as being anticipated by Shu in US Patent 4,903,768. Shu discloses fluids 
for profile control in well zones (a well treatment). 

The compositions of Shu are aqueous gellable temperature activated 
compositions comprising a polymer (such as a sulfonated polyvinyl alcohol), a phenol 
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and an aldehyde (the last two for crosslinking the polymer) (see column 4, line 55 to 
column 5, line 51 ). The polymer may be used at 0.5 to 10 weight percent of the aqueous 
mixture, and the water employed may be fresh, brackish or seawater (see column 5, 
lines 10-15). The phenol and aldehyde may be used at 0.5 weight percent or so or more 
each (see column 5, lines 25-50). The providing/preparing and introducing steps are 
given directly or by clear implication by the use disclosed throughout Shu - see claim 1 
in particular. 

7. Claims 1-3, 5, 12, 31-33, 35 and 42 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Bloys et al. in US Patent 5,292,367. Bloys discloses fluids for 
drilling and completion (well treating). 

The fluids of Bloys employ a dispersant to avoid flocculation when cement 
components are added to aqueous drilling fluid (see column 2, lines 57-65). Dispersants 
used are sulfonated polymers such as a sulfonated copolymer of acrylic acid and 
acrylamide (see column 4, lines 27-39); there must be at least enough sulfonate groups 
to render the polymers water soluble (see column 6, lines 1-5) - specific examples are 
given (see column 5, lines 3-14). The polymer may be added at 0.1 to 20.0 (or 1.0 to 
10.0) ppb (see column 6, lines 22-26). The steps of the rejected method claims are at 
least implied in the uses taught. 

8. Claims 1-4, 12, 31-34 and 42 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Yeh in US Patent 5,552,462. Yeh discloses fluids containing polymers 
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capable of enhancing viscosity and such fluids are useful as oil field chemicals (like well 
treating) (see Abstract). 

The fluids of Yeh may contain a cationic polymer (like a polygalactomannan 
derivative), an anionic substituted xanthan gum and water; the degree of substitution on 
the cationic polymer may be as high as 3.0 (see column 4, lines 25-35). The preferred 
anionic substituent for the xanthan is a sulfonate (see column 6, lines 34-36) and the 
xanthan may be present at about 0.1 to 2.0 weight percent (see column 6, line 59 to 
column 7, line 5); see Example 1 for 0.5 weight percent xanthan sulfonate. The degree 
of substitution of the xanthan should balance that of the cationic polymer; this 
substitution thus may be high (see above and column 7, lines 5-15, as well as Example 
1). The use of this polymer in well treatment and a corresponding step such as pumping 
downhole are at least implied (and would be instantly envisioned by those of ordinary 
skill in the art) given the disclosure of the use as an oil field chemical and the viscosity 
enhancing property taught and mentioned above. 

9. Claims 1-3, 5, 13-14, 31-33, 35 and 43-44 are rejected under 35 U.S.C. 102(b) 
as being anticipated by Newhouse et al. in US Patent 6,133,204. Newhouse discloses 
use of polymer gels in well treatment. 

Polymer solutions of water and polymer (such as a sulfonated acrylamide 
polymer) are combined with cross linker and pumped downhole; the crosslinker may be 
zirconium, titanium or aluminum (see column 3, lines 15-67). Example 1 shows a 
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polymer solution of 5% polymer being used. Further treatment with breakers allows for 
selective permeability of oil versus water bearing strata (see Abstract). 

10. Claims 1-3, 5, 12, 31-33, 35 and 42 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Powell et al. in US Patent 6,913,081. Powell discloses a scale 
inhibitor and water control treatments. 

Powell discloses the use of a sulphonated polyacrylate as a downhole scale 
inhibitor (see column 4, lines 1-10). The inhibitor may be used to treat a well by injecting 
an aqueous brine solution of the polymer downhole at a polymer concentration of tenths 
of a percent to 10% (see column 4, lines 40-50). 

11. Claims 1-3, 6-7, 10, 12-18, 21-22, 25, 27-33, 36-37, 40, 42-45 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Dawson et al. in US Patent 6,844,296. 
Dawson discloses fracturing fluids and methods of making and using them. As a 
courtesy to Applicant, the Examiner is attaching a copy of Provisional Patent Application 
60/300,268 filed June 22, 2001 to which Dawson claims priority; Applicant would have 
to consider the disclosures and date of filing of this provisional in any attempt to 
antedate the Dawson patent cited here. 

The fluids of Dawson may be used in fracturing as well as other operations such 
as gravel packing and fluid loss control (all well treatments) (see column 3, lines 15-25). 
The fluid may be made by blending a polymer and an aqueous fluid (such as water or 
brine) (see column 3, lines 35-40). The polymer has a degree of ionic substitution of 
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preferably 0.01 to 0.12 (see column 3, lines 65-67). Suitable anionic polymer groups 
include sulfonate groups (see column 4, lines 1 2-1 5). 

Suitable polymers include those capable of forming a gel in the presence of a 
cross linker and have anionic groups attached to the polymer backbone (see column 4, 
lines 63-67). Examples include anionically substituted galactomannan gums, guars and 
cellulose derivatives - such as anionically substituted guar gum, guar gum derivatives, 
locust bean gum, Karaya gum, carboxymethyl cellulose, carboxymethylhydroxyethyl 
cellulose and hydroxyethyl cellulose (see column 5, lines 1-7). Suitable anionic polymer 
groups include sulfonate groups (see column 4, lines 12-15). Sulfonated guar is 
specifically mentioned (see column 5, lines 10-11). The polymer may be used at a 
variety of specifically disclosed concentrations in an overall range of 0.05 to 5.0 weight 
percent and 20 and 25 to 55, 60 and 65 pounds per 1000 gallons (see column 5, lines 
23-55). 

Cross linkers like borates, aluminum, antimony, zirconium and titanium may be 
used (see column 7, lines 5-21 ) and may be present at 0.05 (among other amounts) 
and up to about 0.1 weight percent (see column 7, lines 20-40). 

The steps of the rejected method claims are implied in the uses explicitly taught. 

Claim Rejections - 35 USC § 103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

13. Claims 1, 6-9, 11, 16, 21-24, 26, 31, 36-39 and 41 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Dawson et al. in US Patent 6,844,296. The 
disclosures of Dawson are given in detail above. 

Dawson specifically discloses all of the limitations of the rejected claims in 
context, except for the specific use of sulfonate as the anionic substituent. Dawson does 
disclose sulfonate in a small list of possibilities as cited above and teaches guar 
sulfonate specifically as stated above. From this, it would have been obvious for one of 
ordinary skill in the art to have used the sulfonates of the polymers disclosed by 
Dawson as given above. 

As to claims 6, 8-9, 21, 23-24, 36 and 38-39, any remaining sulfonates not 
already shown as anticipated or rendered obvious by Dawson would have been obvious 
to one of ordinary skill in the art as so closely related to those already shown 
unpatentable over this reference as to be obvious variants and from the disclosures in 
Dawson of the use of anionically substituted/sulfonated cellulose and guar derivatives 
as discussed above. 
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As to claims 1 1 , 26 and 41 , it would have been obvious for one of ordinary skill in 
the art to use this sulfonated common derivative of guar given that anionically 
substituted/sulfonated guar derivatives are disclosed in Dawson as cited above. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure. US Patents 4,107,057; 4,524,003; 5,008,025; and US Patent 
Application Publication 2002/0010101 disclose compositions and/or methods at least 
similar to those of the present invention. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to C. R. Richard whose telephone number is 571-272- 
8502. The examiner can normally be reached on M-Th, 8am-6pm and alternate Fridays 
8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on 571-272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 



Application/Control Number: 10/670,410 



Page 12 



Art Unit: 1712 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 





